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DETAILED ACTION 

Status of the Claims 

1 . Claims 10-18 have been added, and Claims 1-9 have been cancelled by the Applicant in 
correspondence filed on 02/06/2009. Claims 10-18 are currently pending. This is the second 
Office Action on the merits of the claim(s). 

Election/Restrictions 

2. Newly submitted claims 16-18 directed to an invention that is independent or distinct 
from the invention originally claimed for the following reasons: these claims are drawn to 
methods of using or making the compounds of Claim 10. These claims correspond to Claims 6 
(method of making), 8, and 9 (both method of using) of the originally presented claims. 

Since applicant has received an action on the merits for the originally presented 
invention, this invention has been constructively elected by original presentation for prosecution 
on the merits. Accordingly, Claims 16-18 are withdrawn from consideration as being directed to 
a non-elected invention. See 37 CFR 1.142(b) and MPEP § 821.03. 

3. Examiner notes that newly presented Claims 10-15 correspond to Claims 1-5 and 7, 
respectively, as originally filed. The only difference being the newly presented claims are all 
within the scope of the elected Group II (Ai, A 2 , A 3 are C, Xi is CH, X 2 is O or S, and X 3 is 
NR 8 ). Claims 10-15 are examined herein. 



RESPONSE TO ARGUMENTS 
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4. Examiner notes that Applicants have perfected their claim for the benefit of prior-filed 
international application PCT/CN05/00195. Thus, the effective filing date of the instant 
application is 02/17/2005. The right of foreign priority of the instant application is 02/20/2004. 

5. Examiner notes submission of foreign patents in IDS filed on 02/06/2009. They have 
been considered, and have been indicated as such on 1449 form attached to this Office Action. 

6. Claims 1-5, and 7 were rejected under 35 U.S.C. 102(b) as being anticipated by Liu, et al. 
(Chinese Patent Application No. 200410021 172.3, 2005). This rejection is moot in light of 
Applicants' cancellation of Claims 1-5 and 7. 

7. Claims 1-5 and 7 were rejected under 35 U.S.C. 103(a) as being unpatentable over 
Desbordes, et al. (International Application No. W099/33812, 1999). This rejection is moot in 
light of Applicants' cancellation of Claims 1-5 and 7. 



Claim Rejections - 35 USC § 103 

8. The text of Title 35, U.S.C. § 103 not included in this action can be found in a prior 
Office action. 

9. Claims 10-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over Desbordes, 
et al. (International Application No. W099/33812, 1999, already of record). 

10. Newly added Claim 10 of the instant application is drawn to a substituted azole 
compound of formula I comprising the substituents Ai, A 2 , A 3 , Ri, R 2 , R3, R4, R5, R5, R9, Rio, 
Rn, Xi, X 2 , and X 3 . Claims 11-14 further limit the identities of the above-mentioned 
substituents. Compound 2 is the elected species, wherein Ri and R 2 are -CH 3 , R 3 , R4, R 5 , and R 6 
is -H, Xi is -CH-, X 2 is =0, X 3 is -NCH 3 , A 1 and A 3 are -CH-, and A 2 is -CC1. Claim 15 is 
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drawn to a composition comprising the azole compound of formula I as an active ingredient 
wherein the weight percentage of the active ingredient is from 0.1% to 99%. 
1 1 . Desbordes, et al, teach numerous substituted azole compositions which possess 
fungicidal abilities (abstract). Although Desbordes, et al., does not teach the specific species 
elected by Applicant, it teaches numerous compounds that individually and as a group render the 
elected species obvious. The generic formulae are shown below: 



Instant 



Desbordes, et al. 




wherein G is: 







12. Desbordes, et al, disclose compounds 100 and 103 (pg 47), wherein W is a bond and the 
G is Gl . Compounds 100 and 103 differ from the elected species in that the phenyl ring (A) is 
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either 2-cyanophenyl or 2-fluorophenyl, respectively, rather than 4-chlorophenyl. King teaches 
that all halogens and -CN are bioisosteres of each other (pg 208, Table 2). Positional isomers are 
expected to possess similar properties. In re Wilder, 563 F.2d 457, 195 USPQ 426 (CCPA 1977). 
(MPEP §2144.09(11)) Desbordes, et al., also discloses compounds 50, 65, 70, and 88, wherein W 
is a bond and the G is G4. In this case, the disclosed compounds differ from the elected species 
in that G4 contains a trivalent nitrogen, and that the phenyl ring (A) is either 4-chlorophenyl 
(compound 50), 4-trifluoromethylphenyl (compound 65), 4-fluorophenyl (compound 70), or 4- 
cyanophenyl (compound 88). In this case, not only are -CN and the halogens bioisosteres, King 
also teaches the equivalence of trivalent nitrogens and trivalent carbons (pg 208, Table 1). 
Desbordes, et al, tests substituted azoles, including compounds 50, 65, 70, and 88, for their 
fungicidal activity against various fungi. In each case, the substituted azole, as the active 
ingredient, comprised approximately 50% of the composition (60 mg azole in 60 mL aqueous 
solution) (Examples B1-B6). Given that Desbordes, et al., teach that numerous substituted azole 
compounds which are very similar to the elected species, it would have been prima facie obvious 
to one of ordinary skill in the art at the time the invention was made to make the elected species 
based upon the compound taught by Desbordes, et al. This rejection was applied to cancelled 
Claims 1-5 and 7, and is applied to Claims 10-15 for the same reasons. 

13. Applicants traversed the rejection of Claims 1-5 and 7 (which correspond to newly added 
Claims 10-15, respectively) on the grounds that the compounds and compositions of Desbordes, 
et al, do not fairly suggest the instantly claimed compounds. Specifically, the fact that: i) the 
instantly claimed compounds are positional isomers with respect to the pyrazole core compared 
to those disclosed in Desbordes, et al; ii) the substitution of halogens and -CN would result in 
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changes to the resultant compound; and, iii) the synthesis of the compounds in Desbordes, et al, 
require markedly distinct and nonobvious starting materials. The Examiner respectfully 
disagrees. 

14. The MPEP clearly indicates that positional isomers are prima facie obvious over each 
other (MPEP §2144.09(11)). While positional isomers may yield unpredictable differences in 
their bioactivity, the fact is that such discrepancies are would unanticipated. A skilled artisan 
would expect that merely altering the position of the subgroups around the pyrazole core would 
expect the resultant compounds to maintain their pcsticidal effect. 

15. Applicants assert that King teaches away from bioisosteres by referencing passages 
within King that caution the artisan about what may happen when one atom or group is replaced 
by a well-known bioisostere. Examiner notes that King explicitly indicates that the potency of 
the new molecule is unlikely to be affected (pg 207, paragraph 3). That changes in selectivity, 
toxicity and metabolic stability could be expected does not ipso facto mean that a skilled artisan 
would reasonably expect that a bioisostere would be ineffective. Rather, the skilled artisan 
would recognize that changing one atom or group for its commonly-accepted bioisostere would 
be considered routine optimization to obtain a better active agent. 

16. Desbordes, et al, disclose a few synthesis methods to manufacture the compounds 
disclosed therein. Method B and C utilize starting compounds that would enable one of ordinary 
skill in the art to obtain the compounds disclosed in the instant application. 

17. Therefore, the compounds and compositions disclosed in Desbordes, et al, are prima 
facie obvious over those of the instant application. 
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Conclusion 

1 8 . Claims 10-15 are rejected 

19. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

20. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Paul Zarek whose telephone number is (571) 270-5754. The 
examiner can normally be reached on Monday-Thursday, 7:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreenivasan Padmanabhan can be reached on (571) 272-0629. The fax phone 
number for the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

PEZ 



/Rita J. Desai/ 
Primary Examiner, Art Unit 1625 



